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Examiner Nadav: 



ARGUMENTS ACCOMPANYING 
PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Applicants hereby request panel review of the Examiner's final rejections 
presented in the Examiner's Action mailed on April 22, 2008. Additionally 
attached to this Pre-Appeal Brief Request for Review is a Notice of Appeal, 
together with a Petition for an Extension of Time, in addition to the requisite fees. 

The rejections presented within the Examiner's Action are clearly improper 
based on the following errors in facts. 

The Examiner's rejection of claim 60 under 35 USC section 112, 1 st 
paragraph, as failing to comply with the written description requirement is 
improper. As discussed on page 9 of Applicants' last filed Amendment (filed on 
January 22, 2008), page 6, lines 1-3 of the original disclosure recited that the 
inorganic substrate 10 is fully covered by the organic substrate 20. Similar 
recitation can also be found on page 6, line 20. Further support from the original 
disclosure can be found from figures 3 and 5, which illustrate the inorganic 
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substrate 10 being fully covered by the organic substrates 20. The Board is 
respectfully directed to the fact that claim 60 had been amended to change the 
original recitation from "fully imbedded" to "fully covered", to comply with the 
written description requirement, and to correspond to the figures 3 and 5. It is 
noted that "fully covered" and "fully imbedded" have two different meanings, with 
the term "covered" typically meaning to go over and/or under the object. Simply 
because the organic substrates 20 do not extend down the sides of the inorganic 
substrate 10 does not take away from the fact that the organic substrates fully 
cover the inorganic substrate, as shown in figures 3 and 5, and as recited in claim 
60. Further, and as noted above, Applicants' specification does provide a written 
description of this recitation, so the Examiner's rejection is clearly misplaced. 

The Examiner's rejection of independent claim 37 is improper. As 
discussed in Applicants' last filed Amendment, on page 11, first paragraph, the 
post 14 disclosed by Shaheen is not imbedded within the ceramic layer 18, as 
would be required by Applicants' claimed invention. Instead, ceramic layer 18 is 
provided with a hole 20 to allow the post 14 to pass freely therethrough, and to 
prevent contact between the post 14 and ceramic layer 18. At best, this post 14 
could be considered as being imbedded within the adhesive 16. However, simply 
because the adhesive 16 is touching both the post 14, as well as the ceramic layer 
18 does not allow for the interpretation of the post 14 being imbedded in the 
ceramic layer 18. Such an interpretation would take any meaning away from the 
term "imbedded", which infers a direct physical engagement between two touching 
features. Further, it is noted that the Shaheen reference teaches away from 
imbedding the post within the ceramic layer 18, since this reference discloses that 
it is necessary to separate the post 14 from the ceramic layer 18, due to the 
differences in thermal coefficients of expansion of the ceramic layer 18 and the 
post 14. This reference discloses that if the post 14 were imbedded in the 
ceramic layer 18, that these two layers would then be directly touching, and stress 
would be provided between the ceramic layer 18 and the post 14, which this 
reference teaches as being undesirable. Thus, this reference does not disclose or 
suggest an inorganic substrate having at least one passive component imbedded 
therein, as recite by claim 37. 
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Applicants , dependent claim 41 is submitted to be patentably 
distinguishable over Shaheen, Hashemi et al., and further in view of Nishide et al. 
for at least the following reasons. This claim recites that the at least one passive 
component that is imbedded in the inorganic substrate is selected from the group 
consisting of a capacitor, an inductor, and/or a resistor. It appears to be the 
Examiner's contention that the capacitors 4 and coils 5, which are disclosed by 
Nishide et al., can be used in the device of Shaheen et al., presumably by 
replacing the post 14 of Shaheen et al. with the capacitors 4 or coils 5 of Nishide 
et al. However, it is unclear how such a modification would be implemented, since 
the entire purpose of the Shaheen et al patent is to provide a post that can be 
utilized with organic and ceramic layers, without causing stress between the 
ceramic layer and the post (see column 2, line 56-61). Thus, it is respectfully 
submitted that to replace the post 14 disclosed by Shaheen et al. with, for 
example the capacitor 4 or coil 5 of Nishide et al. would destroy the functionality of 
the Shaheen et al. invention, since there would no longer be a means for 
interconnecting the surface traces 22 with the underlying organic layer 10. 
Moreover, there is no disclosure or suggestion from the cited references for any 
motivation to have included additional imbedded passive components, much less 
a capacitor, an inductor, and/or a resistor, within the ceramic layer 18 of Shaheen 
et al. 

Furthermore, claim 63 recites that the at least one passive component is 
separated from, so as to not directly contact the organic substrate. Shaheen et al. 
specifically teach away from this feature, since it is necessary for the post 14 to 
directly contact the organic layer 10 in order to provide its electrical conduction 
between the surface traces 22 and the organic layer 10. To separate the post 14 
from the organic layer 10 would destroy its functionality. 

Applicants' independent claim 49 is patentably distinguishable over the 
cited references for reasons similar to those presented above with respect to 
independent claim 37, that is, the cited references do not disclose or suggest at 
least one passive component formed on or imbedded in an inorganic substrate. 
As noted above, the Examiner's Action had equated the post 14 of Shaheen with 
being a passive element. However, post 14 is not imbedded in or formed on 
ceramic layer 18. 
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Further, as discussed in Applicants' last filed Amendment on page 12, the 
primary reference of Shaheen specifically discloses that all of the layers of the 
multilayer substrate except for the outer layer, are organic layers. Thus, since this 
reference teaches that the outer layer is the only ceramic (inorganic) layer, then 
the reference teaches away from a ceramic (inorganic) layer that has two organic 
substrates laminated on respective sides thereof. Thus, one skilled in the art 
would not have had any motivation to have modified Shaheen, for the reasons 
discussed on page 13 of Applicants 1 last filed Amendment. Thus, contrary to the 
Examiner's assertion on page 10 of the Office Action, Shaheen does teach away 
from Applicants' claimed invention, and teaches away from the proposal 
suggested by the Examiner's Action. 

Moreover, as discussed in detail in the Amendment filed on September 4, 
2007, pages 11-14, Berger et al. do not disclose or suggest a composite 
laminated substrate, as recited in the claims. As such, Berger et al. do not 
overcome the admitted deficiencies of Shaheen and Hashemi et al. (see page 5 of 
Examiner's Action). 

Further, claim 53 is patentable over the cited references for similar reasons 
as to those presented above with respect to claim 41 , and claim 62 is patentable 
over the cited combination of references for reasons similar to those presented 
above with respect to dependent claim 63. It is thus requested that this Board 
review the Examiner's final rejections, and reverse the decisions presented 
therein. 

The Director is hereby authorized to charge any requisite fee to our deposit 
account No. 18-0002. 



Respectfully submitted 



October 21. 2008 
Date 
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